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DETAILED ACTION 

Notice to Applicant 

1 . Applicant's request for reconsideration of the finality of the rejection of the last 
Office action is persuasive and, therefore, the finality of that action is withdrawn. 

Double Patenting 

2. A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

Claims 8, 15-18, 20-30 are rejected under 35 U.S.C. 101 as claiming the same 
invention as that of claims 1-8,12-15,1 9-23 of prior U.S. Patent No. 6738754. This is a 
double patenting rejection. 
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Claim Rejections - 35 USC § 103 



3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



4. Claims 1-5 and 11-13 rejected under 35 U.S.C. 103(a) as being unpatentable 
over Lapsker (4,971,362) in view of llliff (5,935,060). 



5. As per claim 1 , Lapsker teaches a method of using a prescription pad to facilitate 
providing health care information to a patient, the prescription pad having a plurality of 
prescription sheets (Lapsker; Abstract), the method comprising: 

Performing a diagnostic procedure on a patient to identify an ailment of the 
patient (Lapsker; Col. 1 , lines 12-20); Exmainer respectfully submits that one of ordinary 
skill in the art would understand a physician to examine a patient before writing a 
prescription. 

Giving the one prescription sheet to the patient (Lapsker; Col. 1, lines 12-20).. 

Lapsker teaches a preprinted prescription form with various information to help 
dispense a pharmaceutical product (Lapsker; Col. 4, lines 56-50). Lapsker does not 
expressly teach placing on at least one of the prescription sheets of the prescription pad 
an address for an Internet web site, information about the ailment being accessible via 
the Internet web site. However this is well known in the art as evidenced by Miff. In 
particular Miff does teach using the Internet as a connection for a diagnostic system (Iliff; 
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Col. 4, line 3). It would have been obvious to add the Internet feature of lliff to the 
prescription pad taught by Lapsker with the motivation of personalizing the prescription 
form for use by a physician (Lapsker; Col. 4, lines 30-34) and provide an automated 
way of providing a patient medical advice and diagnosis that is quick, efficient, and 
accurate (lliff; col. 1, lines 54-59). 

6. As per claim 2, Lapsker teaches wherein the step of placing the address for the 
Internet web site on at least one of the prescription sheets precedes the step of 
performing the diagnostic procedure on the patient (Lapsker, lines 38-44). Examiner 
interprets "preprinted" to be printed prior to any examination by the physician. 

7. As per claim 3, Lapsker teaches wherein the prescription pad is preprinted with a 
listing of a plurality of ailments (Lapsker; Col. 5, lines 8-11). 

Lapsker does not expressly teach wherein the method further comprises 
instructing the patient to initiate a search via the Internet web site about one of the 
plurality of listed ailments. However, this is well known in the art as evidenced by lliff. 
In particular lliff does teach providing a database of diseases, symptoms, treatments, 
and medications for medical diagnosis and advice (lliff; Col. 3, lines 58-61). It would 
have been obvious to add this feature to the Lapsker method with the motivation of 
providing patient medical advice and diagnosis that is quick, efficient and accurate (lliff; 
col. 1, lines 54-59). 

8. As per claim 4, Lapsker teaches wherein the prescription pad is preprinted with a 
listing of names of a plurality of ailments (Lapsker; Col. 5, lines 8-11). 

Lapsker does not expressly teach wherein the Internet website is adapted to 
retrieve information about any one of the plurality of ailments upon initiation of a signal 
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associated with said any one of the plurality of ailments, and wherein the method further 
comprises instructing the patient to perform an action which initiates via the web site a 
signal associated with one of the plurality of listed ailments in a manner to retrieve 
information about said one of the plurality of listed ailments. However, this is well 
known in the art as evidenced by lliff. The reasons for rejection from claim 3 are 
incorporated herein. . 

9. As per claim 5, Lapsker does not expressly teach wherein the step of instructing 
the patient to perform an action comprises instructing the patient to input into a 
computer communicating with the web site the name of said one of the plurality of listed 
ailments. However, this is well known in the art as evidenced by lliff. It would have 
been obvious to add this feature to the Lapsker method with the motivation of providing 
patient medical advice and diagnosis that is quick, efficient and accurate (lliff; col. 1, 
lines 54-59). 

10. As per claim 1 1 , Lapsker teaches furnishing prescription pads to health care 
providers, each of the prescription pads including a plurality of prescription sheets, the 
prescription sheets having placed thereon an address (Lapsker; Col. 4, lines 30-35). 
Lapsker does not expressly teach storing descriptive information about a plurality of 
ailments in a computer database nor does it teach providing a retrieval system 
accessible by an Internet user using the Internet, the retrieval system being adapted to 
retrieve the stored descriptive information for an ailment of the plurality of ailments upon 
the user initiating a signal corresponding to the ailment. However this is well known in 
the art as evidenced by lliff. In particular lliff does teach providing a database of 
diseases, symptoms, treatments, and medications for medical diagnosis and advice 
(lliff; Col. 3, lines 58-61). lliff also teaches using the Internet as a connection for a 
diagnostic system (lliff; Col. 4, line 3). It would have been obvious to add these 
features to the Lapsker method with the motivation of providing patient medical advice 
and diagnosis that is quick, efficient and accurate (lliff; col. 1 , lines 54-59). Furthermore 
it would have been obvious to one of ordinary skill in the art to add an address of an 
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Internet website to the prescription pad taught by Lapsker with the motivation of 
personalizing the use by a physician (Lapsker; Col. 4, lines 33-34). 

11. As per claim 12, Lapsker does not expressly teach wherein the descriptive 
information for each ailment comprises one or more of the following: physiological 
aspects of the ailment, pathological aspects of the ailment, information as to whether 
the ailment is treatable, information about expected clinical course, and potential 
complications. However this is well known in the art as evidenced by lliff. In particular 
lliff does teach providing a database of diseases, symptoms, treatments, and 
medications for medical diagnosis and advice (lliff; Col. 3, lines 58-61). lliff also teaches 
using the Internet as a connection for a diagnostic system (lliff; Col. 4, line 3). It would 
have been obvious to add these features to the Lapsker method with the motivation of 
providing patient medical advice and diagnosis that is quick, efficient and accurate (lliff; 
col. 1, lines 54-59). 

12. Claim 13 repeats the limitations recited in claim 1 and the reasons for rejection 
are incorporated herein. 

13. Claims 6-10, 14, 15-16, 20-24 and 19 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Lapsker (4,971,362) in view of llliff (5,935,060) and Mcllroy 
(5,953,704). 

14. As per claim 6, Lapsker does not expressly teach wherein the step of instructing 
the patient to perform an action comprises instructing the patient to input into a 
computer communicating with the web site an ICD or CPT code associated with said 
one of the plurality of listed ailments. However, these features are well known in the art 
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as evidenced by lliff and Mcllroy. In particular lliff teaches using the Internet as a 
connection for a diagnostic system (lliff; Col. 4, line 3). It would have been obvious to 
add the Internet feature of lliff to the prescription pad taught by Lapsker with the 
motivation of providing an automated way of providing a patient medical advice and 
diagnosis that is quick, efficient, and accurate (lliff; col. 1, lines 54-59). Mcllroy teaches 
entering an ICD code to pull up various guidelines associated with a diagnosis code 
(Mcllroy; Col. 11, lines 5-15). It would have been obvious to add this feature to Lapsker 
with the motivation of providing a health care management data processing system that 
is real-time and interactive and also allow others in the health care field to promote cost- 
effective health care (Mcllroy; Col. 2, lines 55-61). 



15. As per claim 7, Lapsker does not expressly further comprising instructing the 
patient to input into a computer communicating with the web site an ICD or CPT code 
associated with the ailment of which the patient was diagnosed as having, wherein the 
Internet web site and computer are configured in such a manner that the input of the 
ICD or CPT code results in retrieval via the Internet web site of information about the 
ailment. However, these features are well known in the art as evidenced by lliff and 
Mcllroy. In particular lliff teaches using the Internet as a connection for a diagnostic 
system (lliff; Col. 4, line 3). It would have been obvious to add the Internet feature of lliff 
to the prescription pad taught by Lapsker with the motivation of providing an automated 
way of providing a patient medical advice and diagnosis that is quick, efficient, and 
accurate (lliff; col. 1 , lines 54-59). Mcllroy teaches entering an ICD code to pull up 
various guidelines associated with a diagnosis code (Mcllroy; Col. 11, lines 5-15). It 
would have been obvious to add this feature to Lapsker with the motivation of providing 
a health care management data processing system that is real-time and interactive and 
also allow others in the health care field to promote cost-effective health care (Mcllroy; 
Col. 2, lines 55-61). 
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16. Claims 8 and 9 repeat the limitations recited in claim 1 and 6 and the reasons for 
rejection are incorporated herein. 

17. Claim 10 repeats the limitations of claim 2 and the reasons for rejection are 
incorporated herein. 

18. As per claim 14, Lapsker does not expressly teach wherein the descriptive 
information about each of the plurality of ailments is associated with at least one ICD or 
CPT code for said each of the plurality of ailments, wherein the retrieval system is 
adapted to retrieve the stored descriptive information for an ailment of the plurality of 
ailments upon the user initiating a signal corresponding to the at least one ICD or CPT 
code for the ailment. However these features are will known in the art as evidenced by 
Mcllroy. In particular, Mcllroy teaches entering an ICD code to pull up various 
guidelines associated with a diagnosis code (Mcllroy; Col. 11, lines 5-15). It would have 
been obvious to add this feature to Lapsker with the motivation of providing a health 
care management data processing system that is real-time and interactive and also 
allow others in the health care field to promote cost-effective health care (Mcllroy; Col. 
2, lines 55-61). 

Lapsker also does not expressly teach directing the health care providers to write 
on the prescription sheets the ICD or CPT codes associated with the diagnosed 
ailments. However this is well known in the art as evidenced by Mcllroy. Lapsker does 
the preprinted prescription containing information required to dispense the 
pharmaceutical product (Lapsker; Col. 4, lines 46-50). Mcllroy teaches entering an ICD 
code to pull up various guidelines associated with a diagnosis code (Mcllroy; Col. 1 1 , 
lines 5-15). It would have been obvious to add this feature to Lapsker with the 
motivation of providing a health care management data processing system that is real- 
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time and interactive and also allow others in the health care field to promote cost- 
effective health care (Mcllroy; Col. 2, lines 55-61). 

19. Claim 1 5 repeats the limitations of claim 6 and the reasons for rejection are 
incorporated herein. 

20. . Claim 16 repeats the limitations of claim 12 and the reasons for rejection are 
incorporated herein. 

21. Claim 19 repeats the limitations of claims 1 and 6 and the reasons for rejection 
are incorporated herein. 

22. Claims 20-24 repeat the limitations of claims 6 and 7 and the reasons for 
rejection are incorporated herein. 

23. Claims 17-18, and 25-30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over llliff (5,935,060) in view of Mcllroy (5,953,704). 

24. As per claim 17, Miff teaches an Internet navigational system for providing health 
care information to a user comprising (Miff; Abstract): 

a retrieval system accessible by an Internet user using the Internet, the retrieval 
system being adapted to retrieve the stored descriptive information corresponding to 
one of the ailments upon the user initiating a signal (Miff; Col. 3, lines 58-61 and Col. 4, 
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Iine3). 
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Miff does not expressly teach: a computer database having stored therein 
descriptive information about a plurality of ailments, each ailment being associated with 
at least one ICD or CPT code; and the signal corresponding to the at least one ICD or 
CPT code associated with such ailment. 

However these features are well known in the art as evidenced by Mcllroy. In 
particular, Mcllroy teaches entering an ICD code to pull up various guidelines 
associated with a diagnosis code (Mcllroy; Col. 11, lines 5-15). It would have been 
obvious to add this feature, to Lapsker with the motivation of providing a health care 
management data processing system that is real-time and interactive and also allow 
others in the health care field to promote cost-effective health care (Mcllroy; Col. 2, lines 
55-61). 

25. As per claim 18, lliff teaches wherein the descriptive information stored in the 
computer database comprises one or more of the following: physiological aspects of the 
ailment, pathological aspects of the ailment, information as to whether the ailment is 
treatable, information about expected clinical course, and potential complications (lliff; 
Col. 3, lines 58-61). 

26. Claims 25 and 26 repeats the limitations of claim 17 and the reasons for rejection 
are incorporated herein. 

27. Claims 27 and 28 repeat the limitations of claim 17 and the reasons for rejection 
are incorporated herein. 
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28. Claims 29 and 30 repeat the limitations of claims 17 and 18 and the reasons for 
rejection are incorporated herein. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michelle Linh-Giang Le whose telephone number is 571- 
272-8207. The examiner can normally be reached on 8 AM - 5PM, M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on 571-272-3600. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Conclusion 





LLe 



TECHNOLOGY CENTER 3600 



